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REMARKS 

Claims 1-20 are pending in the applicatioiL Claims 1-16 have been withdrawn 
from consideration pursuant to a restriction requirement, leaving claims 17-20 pending. 
Claims 17-20 are rejected under 35 U.S.C § 1 12. Claim 17 is rejected under 35 U.S.C. 
§102(a) and (e). Claims 17-19 are rejected under 35 US,C. §103(a). The Examiner also 
objects to the specification, contending that Applicants have made disparaging comments 
about the prior art 

General Remarks 

Applicants note that they have amended the specification on page 28, line 1 8, to 
correct a typographical error. In particular, the text of Example 2 states that the color 
coat of Example 2 was tested, . . In fact, the color coat of Example 1 was tested (there is 
no color coat recited in Example 2). The text has been amended accordingly- 
Second, Applicants have amended the text on page 28, lines 25-30 to correct 
another typographical error. In particular, in the Rating paragraph, after J - Some color 
transfer the text wetting agent reactive and compatible with transfer resistant film is a 
typographical error. This text should have read wetting agent non^reactive and 
incompatible with transfer resistant film. This is consistent with the data that follows. 

Applicants have also submitted new claims 21-55, which specify the particular 
ingredient found in the wetting agent, or topcoat, composition. 

The Requirement for Restriction 
The Examiner requested restriction to one of the following inventions: 
I. Claims 1-16, drawn to a method, classified in class 424, subclass 62. 

9 

I90233J 

Received from < 212 527 5693 > at 9/4/03 3:10:57 PM [Eastern Daylight Time] 



REVLAW 



Fax:212-527-5693 



Sep 4 2003 15:01 P. 14 



US Serial No*. 107066,005 
Filed: January 31, 2002 
ScancareUa, ct al. 

IL Claims 17-20 drawn to a kit, classified in class 132, subclass 218. 

Applicants hereby confirm their election to prosecute the invention of Group H, 
claims 17-20, in this application. This election is made without traverse. 

Applicants note that the withdrawal of claims 1-16 requires no change in 
inventorship. 

The Objection to the Specification 

The Examiner objects to the specification, alleging that it contains derogatory 
comments about the prior art. The Examiner specifically considers Applicants comments 
about the invention described in U.S. Patent Nos. 6,074,654; 6,071,503; and 6,019,962 as 
derogatory: patentees claim that this waxy overcoat composition improves the 
performance of the transfer resistant layer. However the wear results of such a product 
appear to vary in consistency between individuals so that wear and other aesthetics are 
somewhat unpredictable. 

Applicants respectfully disagree that their comparative statements are disparaging 
or derogatory. 

M.P.E.P. §608.01 provides thai 
The applicant may refer to the general state of the art and the advance thereover made by 
his or her invention, but he or she is not permitted to make derogatory remarks 
concerning the inventions of others. Derogatory remarks are statements disparaging the 
products or processes of any particular person other than the applicant, or statements as 
to the merits or validity of applications or patents of another person. 
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It is Applicants* position that their comments about the prior art are comparative 
at most, and simply do not rise to the level of disparagement. The term "disparage" is 
defined by Webster's Ninth New Collegiate Dictionary, 1984, as: to lower in rank or 
reputation, degrade. 

As Applicants 1 state in their specification with respect to this prior art product, the 
wear results for such a product appear to vary in consistency between individual so that 
wear and other aesthetics are somewhat unpredictable. This statement was made on the 
basis of Applicants' testing of such products, and is simply an objective reporting of the 
result achieved. There is nothing about this statement that degrades, or lowers the 
reputation of such products. Many U.S. patents make comments about prior art products, 
both for comparative purposes and to show the state of the art and improvements desired. 
For example, in U.S. Patent No. 6,565,862, assigned to L'Oreal, the patentee makes the 
following comments about Revlon's products in the Background of the Invention section: 

More recently, the company Revlon has envisaged, in its European patent 
application EP-A~602,905, "transfer-free" lip compositions comprising a cyclic or linear 
volatile silicone with pendant methyl chains, and a silicone resin comprising a pendant 
ester chain having from 12 to 18 carbon atoms. However, the lip film remaining on the 
lips after evaporation of the volatile silicone has the disadvantage of lacking comfort on 
application, and in particular of being too dry. In addition, Revlon has envisaged, in its 

European patent application EP-A-709, 083, "transfer-free" foundations comprising a 

i 

volatile silicone in combination with a siloxy silicate resin. These foundations also exhibit 
the disadvantage of not being very comfortable and of being dry over time. 
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In another example, in U.S. Patent No. 6,565,839, patentees make the following 
comment about prior art compositions: 

To promote the water resistance of make-up, it is known practice from US Pat No. 
4,423,031 to use acrylic polymers in aqueous dispersion. However, the mascara may be 
difficult to remove and may require special make-up removers comprising oils or organic 
solvents. These make-up removers may be irritating to eyes, for example, they may cause 
stinging, they may leave a veil over the eyes, or they may leave an uncomfortable greasy 
residual film on the skin around the eyes (eyelids). 

In yet another example, U.S. Patent No. 6,471,952 describes prior art 
compositions as follows: 

Grafted silicone polymers are known in the prior art, such as those described in 
patent applications EP-A-6,4 1 2,704, EP-A-0,41 2,707, EP-A-0,640,105, WO 95/00578, 
EP-A-0, 582, 152 and WO 93/23009- These polymers are proposed in particular in 
haircare products for their styling properties. However, when these polymers are used, 
the fixing power of the composition and the feel of the hair are unsatisfactory. 

. The list of patents that make such types of comments about prior art goes on and 
on and on. If such types of comments, similar to those made by Applicants in their 
specification, are often found in granted U.S. patents, the only conclusion that can be 
reached is that such comments are mere comparisons with the prior art, and for that 
reason are not considered to be disparaging, per se, in accordance with M.P.E.P. 
608.01(x). 
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The Examiner is respectfully requested to reconsider the objection to the 
specification. 

The Rejection Under 35 U.S.C. 6112 
Claims 17-20 are rejected under 35 U.S.C. §1 12, second paragraph. The 
Examiner contends that the claims are directed to a "composition" and the recited 
limitations describe a kit or apparatus, not a composition of matter. 

Applicants have amended claims 17-20 to remove the term "composition" after 
"cosmetic". The claims now read. ... "A multipack cosmetic" which clarifies that the 
cosmetic is stored and dispensed from more than one pack as further defined in the 
claims. 

The Examiner also objects to claim 19 as allegedly foiling to further limit the base 
claim, claim 18. The Examiner states that claim 1 8 recites two separate containers sold 
in one unit while claim 1 7 claims a wholly different type of container. 

Claim 19 has been amended so that it is now dependent on claim 17. This cures 
the discrepancy in dependency as noted by the Examiner. 

The Examiner is respectfully requested to reconsider the rejection of the claims 
under 35 U.S.C, §1 12. 

The Rejection Under 35 U.S.C. §102 
Claim 17 is rejected under 35 U.S.C. § 102(a) and (e) as being anticipated by 
Nichols, U.S. Patent No. 6,509,009. The Examiner contends that Nichols teaches smear- 
resistant lipcolor compositions comprising film forming resins and a moisturizing gloss 
composition separately contained in a single kit; and that while the reference is silent as 
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to whether the moisturizing glossing composition is non-reactive, the Examiner notes that 
the formulations disclosed contain conventional ingredients for lip compositions such as 
silicone, lipophilic gelling agents, and preservatives; the reference teaches that the 
function of the moisturizing glossing is to "enhance the finish of the cosmetic" by adding 
"high gloss finish"; and there is nothing in the record to indicate that the moisturizing 
composition in Nichols is reactive with, or alters its colored fflboa-forming composition 
and thus the Examiner views that the prior art moisturizing glossing composition is 
inherently non-reactive. 

Applicants respectfully disagree with the Examiner. It is first noted that the term 
"non-reactive" has been removed from claim 17. Rather, the various types of ingredients 
that may be used in the wetting agent composition are enumerated in Markush language. 
That list includes (i) lanolin oil; (ii) polymeric alpha olefins; (m) surfactants; (iv) mono- 
or diesters of glycerin; (v) dihydric orpolyhydric alcohols; (vi) polyurethanes; (vii) 
perfluoropolyethers; (viii) homo- or copolymers from ethylenically unsaturated 
monomers; (ix) copolymers of ethylenically unsaturated monomers and organic groups; 
and (x) mixtures thereof. Support for this change is found on pages 20-24 and 29-30 of 
the specification. 

Nichols teaches that the overcoat composition must contain silicone. . . .The finish 
enhancing composition comprises a silicone (Column 10, lines 19-20). Nichols goes on 
to describe in great detail the various types of silicones that may be present in the finish 
enhancing composition. Secondary additives such as lipohilic gelling agents and 
preservatives may also be added, but in all cases the topcoat must contain silicone. None 
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of the ingredients enumerated in Applicants' amended claims are taught in Nichols (see 
Column 10, lines 9-66). 

In Applicants' newly added claims, the wetting agent composition may contain a 
variety of other ingredients but silicone is not mentioned as a possible ingredient, arid 
Nichols does not teach the ingredients that axe mentioned in the claims. 

It has been well established that the standard for lack of novelty (anticipation) is 
one of strict identity. To anticipate a claim for a patent a single prior source must contain 
all its essential elements. Hvbritech v. Monoclonal Antibodies. Inc.. 802 F.2d 1367, 231 
U.S.P.O. 81 (Ted Cir. 1986) . The exclusion of a claimed element from a prior art 
reference is enough to negate anticipation by that reference. Tights. Inc. v. Acme- 
McCrarv Corp.. 541 F.2d 1047. 191 U.S.P.O. 305 (4* Cir. 19761 Nichols cannot 
anticipate the pending, amended claims because there are limitations in Applicants' 
amended and newly submitted claims that are not found in Nichols. Nowhere does 
Nichols teach a finish enhancing composition that contains any of the ingredients set 
forth in Applicants' amended claims. 

The Examiner is respectfully requested to reconsider the rejection of claim 17 
under 35 U.S.C. §102(a) or (e). 

The Rejection Under 35 U.S.C. §103(a> 

Claims 1 7-20 are rejected as unpatentable over Drechsler, U.S. Patent No. 
6,074,654 in view of Litton, U.S. Patent No. 5,970,989, The Examiner first discusses 
Drechsler: 
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Drechsler discloses [a] method to apply complimentary products, known as 
"overcoat" or "topcoat" over the film formed after the application of the lipstick to 
enhance the gloss, shine, and feel (see Column 10, lines 63 through Column 16, line 7). 
The reference also teaches that the overcoating composition does not significantly 
disrupt the composition of the film forming cosmetic composition. Examples teach that 
the coloring film forming composition and the overcoating composition are stored in a 
separate lipstick case. 

The Examiner then refers to Litton: 

Litton teaches that cosmetic products designed to be used together are well known 
in the art, and that often it is desirable to apply cosmetic and then use various grooming 
devices to enhance the applied cosmetic (see Column 1, lines 12-29). The reference also 
mentions that such design allows consumers to carry items such as lipstick with lipliner 
products, which they would not otherwise. The reference teaches a makeup kit 
containing a reservoir for lip gloss of lip gel [sic]; and a second compartment for a 
product used with the lip gel, in this case a lipliner pencil (see Column 3, lines 8-23). 

The Examiner concludes that it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have packaged the lipstick and 
complimentary products ofDrechsler into one single stock keeping unit as motivated by 
Litton because of the expectation that the consumers can carry the complimentary 
products. 

Applicants respectfully disagree. The amended and newly submitted claims 
specify a multipack cosmetic having (a) a transfer resistant lip composition and (b) a 
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wetting agent composition for the transfer resistant composition, both (a) and (b) stored 
in separate receptacles. The wetting agent composition has very specific ingredients as 
described in the amended claims. None of these specific ingredients are disclosed or 
suggested by Drechsler or Litton either alone or in combination. 

Litton teaches a makeup kit having a receptacle containing a makeup product, and 
a second receptacle containing an accessory for use with the makeup product. One 
example depicts a mascara stored m a cylindrical reservoir having a cap/rod/brush 
assembly, and an accessory stored in the cap which is a comb for straightening the 
eyelashes after mascara is applied. Another drawing depicts a lip composition stored in a 
cylindrical vial having a cap/rod/applicator assembly to apply the product! The accessory 
used with the lip composition is depicted as a lip pencil, stored in a separate receptacle 
found within the cap. In both cases the accessory composition (the comb, the lip liner) 
are used with the main composition (the mascara, the lipstick) to accent the effect of the 
main composition. For example, the comb is used to groom the lashes after the mascara 
is applied. The lipliner composition is used to line the lips, after which the lips are 
colored within those lines using the lipstick. In each case, the accessory is an adjunct for 
use with the base cosmetic composition, is not applied on the base composition, nor does 
it exert any physiological effect on the base composition. In contrast, in the claimed 
multipack cosmetic, the point is to provide a transfer resistant finish to lips that provides 
optimal feel, hydration, and comfort. This is accomplished by first applying the 
pigmented transfer resistant composition, and on top of that, a wetting agent composition 
which is specifically for the transfer resistant composition, and which contains certain 
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specific ingredients. The wetting agent composition is applied on top of the first layer for 
the purpose of providing a specific, unique, and desired effect, namely wetting the 
transfer resistant layer so that it provides optimal hydration, and comfort for the wearer. 
This distinction is reflected in Applicants' claims, which are very clear in stating that the 
first receptacle contains a pigmented transfer resistant composition and the second 
receptacle a wetting agent composition for the transfer resistant composition, the wetting 
agent composition having very specific ingredients therein as described in the amended 
claims. The two compositions are meant to be applied, one on top of other, on the same 
surface to provide the single, desired result. A number of very fortuitious substitutions 
would be required to arrive at the claimed invention in view of the teachings of Drechsler 
and Litton. First, the skilled artisan would have to select wetting agent ingredients that 
are not found in Drechsler, a transfer resistant composition, and then put both into a two 
pack cosmetic container as taught by Litton for use with a cosmetic and an auxiliary 
device for use with the cosmetic; all without any suggestion from either reference that 
any advantage would be derived from so doing. There is simply nothing in Drechsler or 
Litton alone or combined that teaches or suggests a multipack cosmetic comprised of a 
transfer resistant composition and certain specific wetting agent ingredients for the 
transfer resistant composition, both compositions stored separately in two receptacles in a 
single stock keeping unit. 

Nichols teaches two pack compositions where the top coat is silicone. Nichols 
teaches the criticality of the silicone, and lists a variety of silicones as suitable for use. 
None of the ingredient enumerated in Applicants' amended and newly submitted claims 
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are taught in Nichols. Further, Nichols teaches away from using Applicants' enumerated 
ingredients by specifying the criticality of silicone. 

Further, the specific wetting agent ingredients enumerated in Applicants 1 amended 
and newly submitted claims provide superior results when compared to those of 
Drechsler. Applicants enclose the Declaration of Anjali Patil, wherein Patil tested the 
coIot coat compositions of the invention with various topcoat ingredients as taught in 
Drechsler, Nichols, and other references of record. The results show that Applicants' top 
coat ingredients provided improved results when compared with the top coat ingredients 
taught by the references. The results show that when Nichols' silicones are used, the 
wetting agent composition nearly removes the base coat. When certain of Drechsler's 
suggested top coats are used, the result is similarly poor. When one of Applicants 1 
enumerated wetting agent ingredients is used, the result is a commercially acceptable 
product. 

Claim 20 is rejected under 35 U.S.C § 103(a) as unpatentable over Drechsler in 
view of Litton, as applied to claims 17-19, and further in view of Nichols. The Examiner 
states: 

Drechsler and Litton, discussed above, do not mention makeup remover composition. 
[sic] Nichols teaches the method of using a make-up remover composition immediately 
prior to, or after applying the lip color composition. The Examiner refers to 6, lines 54- 
59; Col 12, line 44 - Col. 13, line 29, and claims 19 and 20; and concludes that it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the makeup kit of the combined references by further incorporating 
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makeup remover product as motivated by Nichols because of the expectation of consumer 
demands for convenience. 

Applicants respectfully disagree. Claim 20 depends on claim 1 8, which in turn 
depends on claim 1 7, Claim 17 has been amended and is now directed to a multipack 
cosmetic where the wetting agent ingredients are very specifically enumerated in the 
claim. Applicants do not see that Litton or Drechsler teach a multipack cosmetic 
containing three separate and different ingredients. Nor is such suggested. While 
Nichols mentions remover compositions, the Nichols kit does not contain a topcoat 
composition containing the specific ingredients set forth in Applicants' amended claims. 
Nichols teaches in all cases that the top coat composition must be silicone, and the top 
coat ingredients mentioned in Applicants' amended claims are ingredients which are not 
silicones, but rather various types of organic ingredients. According to the rule of In re 
MaroaL Stabenow and Schwamnann, 218 U.S JP.Q. 289, 710 F. 2d 799 (Fed. Cir. 1983), 
a person of ordinary skill in the art would reasonably expect that if what is taught as an 
essential ingredient is not included and undesirable reaction or no reaction at all would 
occur. Accordingly, one skilled in the art would expect that if Nichols silicones and 
Drechslexs specific topcoat ingredients are not used then an undesirable result would be 
achieved. However, the Patil Declaration illustrates the opposite, by showing that 
Applicants 1 top coat ingredients actually provide better results that those taught by 
. Nichols and Drechsler. 
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It is Applicants' position that the amended and newly submitted claims are 
patentable over Nichols, Drechsler, and Litton for the reasons specified. Reconsideration 
is most respectfully requested. 

Respectfully Submitted, 
RUUUL ft^— 

Julie Blackburn 
Attorney for Applicants 
Reg. No. 32370 

Revlon Consumer Products Corporation 
625 Madison Avenue . . . 
New York, New York 10022 
(212)527-5531 



19023U 

Received from < 212 527 5693 > at 9/4/03 3:10:57 PM [Eastern Daylight Time] 



